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o * %  OFFICE FOR HARMONIZATION IN THE INTERNAL MARKET
. Q "; (TRADE MARKS AND DESIGNS)

* *  The Boards of Appeal
* 4 *  TheRegistry

R420b
Alicante, 29/11/2012
R1772/2008-4

Antonio Campagnoli
via Lanzone, 7
1-20123 Milano
ITALIA

Subject: Appeal No. R1772/2008-4
Your ref.: ecbf

Notification of a decision of the Fourth Board of Appeal

Please find enclosed the decision of the Fourth Board of Appeal dated 28/11/2012
concerning the appeal filed on 12/12/2008 in the name of EUROPEAN CITIZEN'S
BAND FEDERATION (ECBF).

Article 65 of the Regulation on the Community Trade Mark provides that an action
may be brought before the Court of Justice of the European Union (General Court) in
Luxembourg against decisions of the Boards of Appeal within 2 months after
notification of the decision.

Your attention is drawn to the fact that the proceedings before the European Court of
Justice are regulated by specific requirements stated in the Statute of the Court of
Justice of the Luropean Union, in the Rules of Procedure of the General Court as well
as in the Comurt of First Instance Practice Directions to parties. Further information
concerning the proceedings before the General Court may be obtained on the
homepage of the European Court of Justice ‘curia.europa.eu’ under General Court /
Procedure 7 Practice Directions to Parties.

Information related to appeals filed against Boards of Appeal decisions may alsc be
obtained on the same homepage indicated above.

To the extent that you are adversely affected by the attached decision and you
nonetheless decide not to challenge it, we would appreciate you informing us
accordingly as soon as possible. .

Christelle BERAT
Registry

Enc.: 1 (9 pages)
Sent to fax No.: 0039028057446

Avenida de Luropa, 4, £ - 03008 Alicante, Spain - ‘B: (—=34) 965 139 100 - Fax: (+34) 965 131 344
Internet: http:#/oami.curopa.cu?
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~ DECISION
‘of the Foueth Board of Appeal
of 28 November 2012

TnCase R 177220084

FUROPEAN CITIZEN'S BAND FEDERATION
iL‘ LB O BECBE)
2 altée des Asturies
'i- -33000 Rennes
France Appellant / Opponest

represented by AGUILAR & REVENGA, Consell de Cent, 415, E-08609 Barcelona,
Spein

v
European Citizen’s Band Pederation

Via Lanzone, 7

120123 Milan

Traly Respondent / Applivant

APPEAL relating to Opposition Procesdings No B 1 137 712 (Commurity trade mark
applicatian No S 196:274)

THE FOURTH BOARD OF APPEAL

composed of T3, Schennen {L-mnm:m‘,l Lopez de Rego (Rapparteur) and A, Szanyi
Felid (Member)

Registrar: P. Lopez Femdndez de Cortes

gives the following

Lanzags ot the.case: Englisl:
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Decision
Summary of the Tacts

On 27 June 2006 the Ewopean Citizen's Band Fedevation, “associazione” under

“Italian Jaw {applicant’), sought to register the word mark

European Citizen’s Band Federation (E.CB.E. or BCHE),

as & Comununity frade mark (CTM) for the following goods.and services:
Class 2 —Radio apparatus.

Class 38 — Telecomrumications; digital communivations, by radio and viaths lnseiset,
Lloss 39 — Vehicle towing,

CTlags 42 ~ Previding of training,

Dlass 45 - Guard services; security consultoncyy resepa operations fivansport}.

2 17, the French associsfion "EUROPE NS BAND
I‘H){*}\A HON (‘F"C B OU ECBEY t"op_ponem '} filed a aotice of opposma
against the application based on the sipn wsed 1o the course of trade

EUROPEAN CITIZEN'S BAND FEDERATION (ECBF)
Jor *tolecommunisations busingss and related products.and services™ in France.

The groends of the oppasition-were those Jaid down in Asticle 8¢8) CTMR. The
opposition was divected against all the goods and services applied. tu

In support of its allegations the .opponent submitted, farer aliz, the following
dovuments;

» Statriesof “FEDERATION EUROPEENNE DE LA C.B.” of 08/09/{389;

o Agscordal receipt ssned by the Court of st Instance of Hikicch/France;

ption of tie association in the register (newspapér
“Lrami du peuple”, dated 23/02/1990);

o Copyof'the Statutes adopted in April 2000,

& Leztmwﬂo*i csi the el AT »af ddmss*affthe as «wuanon daicd M*m.h 2002 and

® cation nkmet the inclasion of the organization in the “Repertoire
hlis » {Natisnal Direotory of

DECISION OF 28 NOVEMBER 2012 ~ R 1772720884 ~ EUROPEAN CITIZEN ¥ BARD F EDERATION
(E.C.BF. or ECBFY EUROPEAM CITIZEN'S EAND FEDERATION
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s Copy ofthe lavw poverning French son- pmm organizations:
o Law of 1901
o Articlez2]1 1o 71 ol the Alsatian Givil Code;

e List of the Members of the Boaid, drafted on 8171872006, af ity megting, The
madifications were reported o the corresponding. authority (Préfecture deg
P:yrcnee&.»'xtlant.qx&q‘:;

s Menmcrch ip cernmqte of the Eumpe-m Tt,}e(.enhnunudumv- Staadm&

I‘Jm'_f:l_,}ber 1 99«.

o Extracts frony the epponent’s Internet site giving general infogmation sbout-the
Federation;

o Extract from Internet site www.cangl-9;

e Aticle ghout the 11" congress of the BCBE at the UNESCO in Pais, isated
by theopponent;

¢ Ex

framn e French Tatellsotual Property Codé,

Wy

On 20 Getober 2008 the Opposition Division adopled (he contested decision
which rejected theopposition. It réasoned sssentially g follows:

~  The evitdence submiited shows that the opposing association las been legally
established and that itholds congresses,

~  However, there 15 no iudication of real use¢ of its name. The evidence
subuitted does sot allow the Office to conelude that the earlicr sign was
known to the relevant French public. All ftems of evidence, with the
xception of the certificates of thic mvcnpfxou of the assogiation gnd ifs
mucifications, ware produced by the opponent iselfl Forthenmore, no
brochures, officisl correspondence, press artivles ofc have heen produced by
the oppenent.

not reievan. fm ti.e mt:eonm of the case as ﬂ*., .1ght to 4 LTM begihé only
with ifs Bling, nof before.

Subnzissions and arguments of the parties
6 On 12 Decomber 2008 the apporient filed a notice 1f appeal againgf the conidsted
.‘Wuav\n, followed by the statement of grovnds. The opposent requesity that the

niark applied fo: be rejected. Its reasoning can be summarized as follows:

=~ As o the uge of the emlier sign, the contested deeision did not tuke inte
account the following documentation, submitied in duc covrse:

DECISION OF 26 NOVEMBER 2012 - R 177220064 - ELROFEAN CITIZEN'S BAND FEDERATION
{E.C.B:F. or ECBF)Y EUROPEAR CITIZEN'S BAMD FEDERATION
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a) Certifteate of admission as 4 miemher by’ right of the Emdpean
Felecommunieaiions Staududs stitate CET Si Y-oit 31 Cetober 1989,

b} ji*\cerpt» of the oppohent’s Intérnet site. prasenting its activity and
speeifying the iembers establisiied in variots Biropeaiy cotintries.

¢} Extrzcts from  thivd parly  Intenet  sites
awww ratmesictow.ong evidencing the organisstion of congresses..

and

~  During the [980s the oppanent xégprosented the. Tafoicsis: of mare than
30:000.000 users in Europe (of which about 3.000.000 in Franes).

— The opponentis the only gigity to Tejilly bear the name. ‘Biiropean. Citizén's
Band Federation™. Tiie apphtau’ crganisation does not have legal existence,
Instead of evidensing registeation of the applicant entity in the Register of
Federations and of Logal Bntitics 6f the Prefecture of Milas, just the seal of
the Register of the. \ffn"wrg' of the Feononty in Abbiategiasss, near Milan,
had been stamped on the minutes of the Notary. This did not grant legal
:.,ap“uw io ths eﬂm zmd::. tmh'm !'m chcrwwc is m'irlc‘ to .thc

o

Reg:ster oi (xwmpmncv nf the Pletm‘ime oi 'vhhn mnf’unt:d ﬁnt tlu
applicant is not registered (app. 24, 25} But, even if the spplicant exisred
legalty, the opponent would be older, dating back to 1977,

-

7 fhe applicant regugits to upkold the éontesied decision and to reject appeal. It
supports the coniested decisionard subiits the foftowing further anguments:

\ceaiding fo Ialian Javy, it is not accessary 1o be registered at the Prefecturs
iivorder to have:legal capacity. Italian law does not require thiat the statutés of
assoctations. be registeved and the Facl of nof being n‘:glsmeri does not
dé eg:i‘ r;d'pa:in Th—* dommcnts pmudc:.d (;‘ the ﬂppuacnt are

Agenzw deila hrnma (submmed \mh th¢ hf -1) w.,wxdmg fo wm&.h the
opponent edjoys legal snL)ecnvr‘ capacity, The legat crpauty of the
applicant’s entity is based on-*Capo 11 of Italian Civil Code’ dn particilar s
Aificle 36, In fact, the opponcnt has congluded conteacts in the past.,

~  The applicant entity is the original one, dang back fo 1977, wheress the
opponent wi 1 founded by 10 Septembder 1989,

~  The conlested sign hes always been used b) the applicant, The opponent tries
lo-aequire the right to it thmuz.,h the opposition.

= As'iethe proof of use of the earlisr sign: The cegtificate of ETS! membership
dates back to 31 March 1989, a peviad when the opponent organisation did
1ot even exist. The I utunc‘z 51tc W eroneanchlors does.et refer at all to
the denomination in uestion, The smme 35 fite for the Inteqnet site
vy echs camab; Qrfz 13 manaﬂed by the general secretary
of the apponent,. The mention i the other web site weovagaiowniclan.om
refers'to the &pphicant’s denoinination.

ZEN'S BAND FEDERATION

PRCISION OF 28 NOVEMBER 2012 ~ R 1772720384 - EUROPEAR €511
: BARD FEDERATION (ECBFS

ECBE SUROPEAN GHIZEN'S
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Reasons

in fhc ::oum, ! ;f::l*, ol tht, thm Tig hl 101 the gaod" aud services clammv in
France, which is ¢ basic requirement under Atticle: 8(4) CTMR.

Aiticle 8§ CTMR

According to Ariicte 8(4) CTMR, upon apposition by the proprietor of 4 non-
'ct'i‘:twcd "adt: mari\ or ufannthw 'cign usct’ i:} ';'hc course of tmd'e uf"mc.wre-'shan

anher S(c.ie A»:,uvcmu.g, tha! sign:

{u) rights to that sign were acquired prior{o the date ol apphication for regiy

ation
of the Cowmunity {rade mark; or the daie of the priorty claimed for the
spplication for lugi‘)“c’ﬂ)()ll of the Conmumiity tude imatk;

{b) thiat zign confers on ity proprietor the right 1o prohibit the nse of 4 subsequent
irade mark.

The grounds of refusal of Awicle &4) CTMR are therefore subjeet to the
follawing requirements:

1. the earlierright nrust be-a non-registered tradeanark or a similar
kind.of sign;
i3, the sign nivst be used i the course of trade;

il the use must be-of more than mete tocal sigiilicance;
e the wight must be acquired prior io the filing date of the
contested matk:
\Z the proprictor of the sign nwst have-the right-under the terms of
‘the pational Iaw governing this #ight to prohibit the use of the
contested matk.
These conditions are camulative, Thus, whee a sign does not sitisfy one of those
fsoncht ons, thc oppcs;txon ba%d on fhl: C\.micrcc a)f anon zregrst-we{x mrie maxk o

CTMR cammt suseced,

Usc ‘m the COUTSE a"f'tmde c'f"'ihc '%:‘quicr si‘w of more r":fan Ia 'al 'simﬁfmr ce is a
g; wtewiion aga:.ust ﬁ'w r«-ﬁgmt;dnon of a Cu.zmm_nty trade mmi\, xl‘fﬁ_,,p_‘_(«tl\’e o{ !ize_
fequirenients to be met wnder national faw in onder fo acquire exclusive rights,
Furtherniore, such use must be such os 1o indicate that the sign ) Tt quesiion is of
Hove tlmn mere Eoc: l&:gmhcducc:. lhc rzmumle 01 mat pmwsmn’ t'*zcst1fct th‘
\umm ﬁ[v unpmmnt or slgznhmm !mm mdkm 1# pessablc to craileﬁgc cuim
the registration or (he validity of & Conununity trade maek.

DECISION O 28 NOVEXY
(ECHE. or

ER 2012~ R P77220084 ~ EUROPEAR CITIZENS BA}‘D FEDERATION
CBFY EUROPEAM CITIZEN'S BAND FEDERATION {FUBF)
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13

14

19

When determining the signific:

%{ﬁ} C’TMR ong must ".orsi'f*ef'

3 i. t;f.s fo 1 .,2,}/{3@ "(_Je.mml {)p_um ,;mr. 37; IR

The contested CTM application was filed on 27 .Jine 2006, Therefore, the
oppouent was yequired to prove fhat the'sigu had been wsed in the zourse of trade
in France hefore 27 June 2006 for the goods and services claimed.

The evidence provided by the opponent consists iy its majority of a gevles ©
dommem\ 'whic;h efm o the Eﬂtﬂ status or c.dnlilﬁstlaﬁ“\‘é cimaﬂon 'ef tize
fmmn. twn&l congﬁsses, mamlv 'fi’llfuf"fu F‘ia 16, Thm. (‘ou HIEN:S #e.¢ \*ldt:tlw of
the existence of the opponent but cannot prove that the sign is known by a
signiffcautt part of the Frencll consamens.

The opponent furthermere cluims [o reprosent or have sepresented 3.000.006
French ciiizens. No evidence is however provided 1o show that the represented
people know of 1ts existence nor of the spesific kind of activity which has heen

camu‘ out under the sign. Ifz M‘( it prove the use of the sign it would have been
1) for the oppar ample, b lst of thié members of the
assn atmr. fiving in }'mnce or mdlcate at least the nunber of members, throogh
an mdcpendc*\t w.:.;-.wv. Ko circulars or s quentitative distribution aniong
niembﬁ*z‘s 'il*' I’mmc or an} r-thu dmmmn’t' 'fias }‘)een ﬁ'fﬁd

.....

'.1%&‘.s,:11.f rance .lf.«l & speuf‘ i) ﬁ..ca‘am acm.tty.

In its statement of grounds the opponent indicates that the Opposition Division
as overlovked o assess the “certificate of admission as.a memiber bs ugl*t oithe
Emope.m Telecommunications Standards Tnstitute (CETSIY. Such certificate

proves only that thesign has been used onan interhational level, ie w;ih segard
=o ;omparabh, institutions of .other countries, Tt might even move that certain
representatives of third countries have encounicred the represeniatives of the
opponent’s association. It does however not prove sovthing with regard 1o the
Here relovarit Frépch public and how impacted the sign .o it.

The cpponent remits finther {o tis Internet site, Firstly; there is ne evidence that
the Internet siie exisied befoye Tune 2006. Sccondly, the Interet site reférred fo is
nEmg zlish and cannot serve-to prove that it has been used with w\wd o the here
relevant French public. Thisdly, the mgre fact that the Intemet-ite existed woild
not be sufficient cvidence of use. Such informaticn should be conplemented by

statistics of visits to the Tntenret slte by Freneh users,

The opponent relies alse on third party Iatemnet sites. The submitted execrpt of
the I 1em& sxte Mwwon mL‘} 9 does not t:how thc demm!mmn rmopcan

The furthel Intew_net .Jt_e W r‘atnmnmm Qi doas ot sonsiilele & qa:nl.d:lw

DECISION OF 28 HOVEMBER 2012~ R 1772200

: ECROPEAR CITIZEN'S BAMD FEBERATION
(E.CBF. or ECBEY EUROPEAN €

S BAND FEDERATION (ECBF)
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evidence of use eiflier, Firstly, it is dated aity on 33 March 2007 instead of on a
date pr‘evibus to the filing date of the application. Secondly, it is-an English site
which is, in principle, not consulied by the bere relevant Frenck public. Thirdly,

the acfivity of the site has ot been evidenced.

t:.}v

The Bowrd observes farther that it follasis from the filed anticle o the. (1%
Longrcss of lhu I’ CBF al zhe UNFSU) 11 Pam rssue d bv thc Opp(mem thai 1t

This would 'impl}f ﬂ' i _"t would bm:ally reh Ic 13 F raus:e with- thc cmrmg*:’ndaug
French smlionsl organisatian bet not the individuat Yrench users or thie French
public.

21 Inally, the opponent claims to have ased the sign for ‘providing appmtws 101' its
members, providing teelmical advice and for promotion of services of diffe
kind’. However, none of the ‘docomerits filed proves that the oppenent rendered
the sérvices claimad,

22 The opponent has further net.proved the use of the sign {n trade. Tt has in fact not

submitted any evidence of market appeaiance, ie to have s¢ld any goods or
serviess te a Freneh pubku and namely no telecommuurcation goods as it
ddxmz,d Thz Jownmms subm muf \llﬁ&(;‘”u mahet that the opponent is a fobbying
1}:.gdi:_l3

B
b

The Board concludes that the opponeut has not pl:ﬂ 20 tha use o’r"f‘le earlier SifEr
"I umpcdn i'm?en 5 Bsz F edemimt‘ { I~ 3

b
A

.’g’ii.rocc‘iﬁtlléni. ecommy i’ch ﬁndlc‘ MH no{ ASTER
Pl 'V [PRS 1Y . Ai'.,..
CTMR or ihe othar discussiun points between the pames

4 It follows from the foregoing that the appeal has te be dismissed.

DECISION ()f_23 NL.VEMBTP. 201 3 -R 27722008 FUPO'PL" A\J'(,I'I' v lff\' 5 'EA \D 1 EDERATHOM
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Costs

As {Be oppénent ("rmc:}iam 3 is the i iosing party in.the appeal pmcccmngs within
the meaning
by the ap;

gl {applicant’).
Fixing of costs

dc-w.ron nf tm: Bo.u \-hn!i W hcxe dnphcahlc, mcilud\, ne fi 'cmg of the amcmxt of
_he costs ta be paid by the Icmng party. e the respandent was not represented
by a profissional representative nb repressilation Gosts dre to bé refinbursed,

DECISION. OF 28 NVEMEER 2032 - R 177202008+
{(ECGRBF L.rLCH"( EUROPEAN CHT:

UROPEAN CITIZER S BAND FERERATION
BANDFEDRRATION (FCRF)

of Axficle 83'1} CTMR, it st be cidered 10 béar the costs intutred
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Ovrder
O ihose grounds,
THE BOARD
heveby:
Dismisses the appeal;
f_};filjer-.fs_. the appicllant fo hear the coxts _'(_rl‘ thé appeal pm‘ce&ﬂi_ngs;’ _
Fixes the tetal amount of coesis to he paid by the appellant to the

respondent with respect to the opposition and appeal procesdings at
EUI‘ 0‘ -..~;'410A4"A‘.

«
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dpez de Rego

P. Lopex Ferndndez de Corres

DECISION OF 28 NOVEKMBER 2612 -8 1773725084,
(ECHF, orECBF) EURGPEAN CI

FUROPE AR CITIZEN'S BAME PEDERATION
"S BAMED FEDERATION (ECBF)




