wowil ot JUVLOLO4Y 2971172012 17:13:36 PAGE 17010 0ASV357

* * x  OFFICE FOR HARMONIZATION IN THE INTERNAL MARKET

** Q "; (TRADE MARKS AND DESIGNS)

* *  The Boards of Appeal
* * * The Registry

R420b
Alicante, 29/11/2012
R0332/2010-4

Antonio Campagnoli
via Lanzone, 7
1-20123 Milano
ITALIA

Subject: Appeal No. R0332/2010-4
Your ref.: 29041942

Notification of a decision of the Fourth Board of Appeal

Please find enclosed the decision of the Fourth Board of Appeal dated 28/11/2012
concerning the appeal filed on 10/03/2010 in the name of EUROPEAN CITIZEN'S
BAND FEDERATION (ECBF).

Article 65 of the Regulation on the Community Trade Mark provides that an action
may be brought before the Court of Justice of the European Union (General Court) in
Luxembourg against decisions of the Boards of Appeal within 2 months after
notification of the decision.

Your attention is drawn to the fact that the proceedings before the European Court of
Justice are regulated by specific requirements stated in the Statute of the Court of
Justice of the Iiuropean Union, in the Rules of Procedure of the (zeneral Court as well
as in the Court of First Instance Praclice Direclions fo parties. Further information
concerning the proceedings before the General Court may be obtained on the
homepage of the European Court of Justice ‘curia.europa.eu’ under General Court /
Procedure 7 Practice Directions to Parties.

Information related to appeals filed against Boards of Appeal decisions may also be
obtained on the same homepage indicated above.

To the extent that you are adversely affected by the attached decision and you
nonetheless decide not to challenge it, we would apprecnate you informing us
accordingly as soon as possible.

Christelle BERAT
Registry

Enc.: 1 (9 pages)
Sent to fax No.: 0039028057446

Avenida de Luropa, 4, L' - 03008 Alicante, Spain - B (=34)965 139 100 - Fax: (+34)965 131 344
Internet: hitp:#/oumi.curopa.cu?
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OFFICE FOR BARMONIZATION INTHE INTERNAL MARKET
) % (TRADE MARKS AND DESIGNS]

¥ Fhe Edards afAgHest

DECISION
of the Fourth Board of Appeal
af 28 November 2012

Iy Case R 3327201 0-4
Kuropean Citizen's Band Federation (LCBEF)

ailée des Asturies.

F=35000 Rennes

France

Appeliant 7 Opponent

représented by AGUILAR & REVENGA. Consell de Cent, 418, B-08009 Bareeluna,

Spain
A%

European Citizen's Band Federation
Vig Lanzeng 7
120123 Milan.
1saly Respoiident / Applicani
APPEAT Argiating_m Opposition. Praceedings No B 1 119 389 (Commusity irade mark
application No. 3 082 748)

THE FOURTH BOARD OF APPEAL

fd!d (‘vlunbm)

Regisirar: P. Lopez Ferndndez de-Corres

gives the foliowing

Lavgosge of the casg: English

DECISION OF 28 N0V F"\IB ..K "’Ul’ 1 3321231(' 4 I" "nr:'m L}tv 3 Hd ui l‘&dnnti"m SE.CBFE. or ECBFY
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Decision

Summary of the facty

1 On 27 Apitl 2006 My, Enrico Cantpognoli sought 16 register the word mutk
Luropean Citizen Band Federation (E.C.BE.)
#s a Cotimunily rade mavk CUTH ) for the ollowing goods and services:
Diasy 9 Apmaratys for signafiing and fer recording o l"‘pl’u'ﬁ! tion of seund aud iregss.
‘Ciass 38 Tetecomawitieations,
Class 41 - Education; providing ofraining; enteriainment; sporting and: eultuzal uoiivilies.

The CTM application was subsequently transferied fo the Eurepean Citizen's
Band Federation (applicant™) in Milan / Haly.

2 The French associaiion ‘Fwopean Citizen's Band iton  {ECBEY
{‘crmmmut 9 filed on 16 LGuarv 20{}; a notice of upmsitmu aguitist the
application based on the use of the sign in the course of tiade-

. '-:x_;'

EUROPEAN CITIZEN’S BAND FEDERATION (ECBF)

Al

The grounds of oppesition were those laid down in Article 8(4) CTMR. The
The grounds of sition were those laid down in. Article §(4) CTMR. TI

opposition was divected aguinat 4l the goods. and serviees applied for,

4 In suppert of its allegations the opponent submitted within the: subsfantiation
period  English transistions of -documents concerning the legal status snd
functioning of jts assaciation. The spplicant clainted rights on the mark applied
for previous w0 the application date aud eaylier than the opponent®s rights. The
oppoxent contested it

&y

On 13 January 2010 tic Opposition Division adopicd the comtested desision
which rejecied the appositien. Tt teasoned essentiglly az follows:

The evidence of use of the axlier sign, 8 necessary requirement of Asticle 8(4)
C TMR, ar\l submmcd i -dm‘ Ot ua«c wnsnmd msv Gf Ezwiish hcrrsiaimm 01

h'wy any px-obahyt:mﬁu@

In sny event, the Type of business ideatificr on which the opposition is based,
namely 4 norprofit ofganization name is not Histed in the Office’s publishedd
cuidelines. Tn such circumstances it was up to the appetent to provide
evidence as regards the prafection granted by (he applicalie nalional faw, both
in feuns of requirements for a_cqms;tmr._ of exclusive rights to the sign, and
also as regards whether # confers upon its proprietor the right fo prohibit the

DECISION OF 28 NOVEMBER 2012 - R1332/2010-4

§— Lumpez"x uttzcn Banl X e\.- ation (B0
BUROPEAN CETIZEN'S
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use of & subsequent trade mark. The oppenent did not provide any evidence in
tliis respect.

—~ Evenifthe Omcc world constiue the ﬁpposmon a5 based of a trade Rame, the
cquzs:l;nn m e,).t‘lusn iy r.gl*iw (0 t’w fame in thstmn au*mdmg m the

of .mox.e than lqcal sxgmﬁcan;e. I\o I\.nuw.zdgc wmgmut_ fwmn.c has. b.u.m
subystantiated cither:

Subnyissions and arguments of the parties

6 On 18 Maich 2010 the opponent filed .a notice of appeal against the contested
deciston, followed on 17 May 2010 by the statement ol grounds. The opponent

requests te reject the mark applied for. Iis reasoning con be summarized as
follows:

~  The original documents, which the Opposition Division had declared to be

missing, were fited fogethey With the Bppesitionnotice on 16 3 Buary 2007

ucg.ﬂ.g app_hcam,_

= The epponent’s sign has « wide W;; ef protection under Franch Iaw, If is
1efened io in particular in Agticie 711.4 of the French Intellectusl Pmpmt"v
Caide, Also, a tiade name of 2 mosicdl groug mthout fegal status Gudinieni of
the: Appeai Cowt of Paris No 06/22447 of 5 Decernber 2007) was held to
eatitle the group o probibit 4 subseguent commercial pame.

- Thz opponent has used the name ‘BCBEF i France since 1994 ag evidenced

by the {allowing decuments:

- page 7 of the [Freach inagazine FRANCE CB, REVUE DE
EADIOCOMMUNICATION (ppendix 21 filed wifly the statemient of
grounds),. a
22).

pages 3 and 10 of the number 126 af June 1597 of the nation-wide

magazine FRANCE CR (appendis 23),

- exesrpl ¢Pthe webisite wwwaiind-on {appeadix 247,

~ During the 1980s the opponent seprosented the interests of mere then
AG.000.000 yaers in Pum;m of which about 3.000.800 o Franse,

=~ The apponent is the only enfity entitled to act under the pamic “European
Citizen’s Baud Federation™. The applicant’s organissition doss not have legal
existence. In;tmd af evldcncmv 1eaxs*mnon of tha aupacant s entity in. the
' . ctiire: of Milag, just
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the.seal of the Register of the Ministry of the Béonomy in Abbiategrasso, near
Mikan, Hiad been stanped on the minutes of the Notary. This ¢id not grarit logal
capueity o this entily wunder Ialian law. Reference is mude: to the
commumcx.nnn 01‘ thc chmnal Depaumem of Loub:r_dv (app 23} The

>uppom ;he contested decwmu dlld »ui\mus the fol!awmg ‘lmhes arg nenis

= According to Italian law itis: mt necessay y io bc vwlvteud atz PlenCMlc n‘
ordcr to have legal capacify.
associations be registered and the t?ct f nut heing tegmtm cd dms N‘I exclud
legal 'capaqt\ The documents provided by the opponent are misleading.
Reference is made to the commumication of fhe Divector of *Agenzia delia
Entsata’ (submitted with the stateniént of grourds), according to which the
opponest enjoys fegal capseity.

~  The contested sigii has ahvaysé been Gied by the dpplicant. The opponent fics
to-acquire the right to it through the opposition.

- As'to'the proof of use of the carlier sign: The cerfificate of ETSI mumbership
dates buck to 31 March 1989, 3 per 'od when th“ 0ppcmex'vt § crpanization did
noi even exist; The Internet sif i does bot refer at all to
the denomination in quebtmn. The same 18 tue for the Iatemet site

N lhe sm, wwwoanal-2.0 ;_:- 1s m’maaed by the ﬁenerai secwmn

refcrg fa he qpphcant s denoimination,

Reasons

&  The appeal is admissible but not avell-founded. The opponent: has 1ot proven use
in the cowrse of trade. of the edrlier nuhi for the clatmed goods and services
France.

Prelipgnary remk

12 "i"he oppommf tiai'ne*’f”to iave 1ransmmed tmeﬂvx; wm the cppﬁsxt,on n_'tzce

smted that s_um damm._en_tat:on Was not xec_en‘ed wx_thm the deaahne of Ih_:
substantiation period. The Board observes that the opposition notice consisted of
10 pages according to the hendwritten notes on each page. These ien pages

consisted ot the spposition notics Torm, the copy of the contésted application and.
the grownds. No appendix: svas incinded. The further brief of 10 July 2007 was-
recoived on 13 July 2007 This brief contained as annexes diverse docurients, ail
of them consisting of Loglish translations of French original docunsents. The
epigital Freach décwmienis wére not provided within tic deadline of the
substantiation periad.

DECISION OF 2§ NOVEMRER 2012 - R 37220184 - Eurcpean Citizen Band Pedeyuzion (BCB.E.
ur FCBFY FUROPEAM TITIZEN'S RAND FERERA]
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Articie 845 CTMR

10 According to Asiicle §(4) CT’MR. 1’p<’m apsm;iti*m :b&' ’ﬂx'c prcpﬁltcr oi"' a r{ir-
Legtst—‘xe'* trade mark or of -anodl ity
wicse Jocal significance, the trade ma;!\ appazud for s?ml .mt be rwts cp.d where
and 16 the extent’ that, parsuant 1o the Conimauity iegislation of the faw of the
Niembei State governiiig that sigii:

{a) rights 1o that sign were acquirsd priorio the daie of applivation for registration
of the Commuonity trade mark, or the date of the pridvity claimed for the
apphication for regisiration of the Cominunity trade mark;

¢b) that sign confers oo its proprictor thoe right to pohibit the vseof a subsequent
tade ok, ' ' ‘

11 Thus, the gromnds of vefusat-of Article 8(4) CTMR are subjeet to the fllowing
requiremenis:

- Fhe eather sign mnst be of more thyn okal sigg

need.in the conrse of trade prior to the filing of

nficance ahd must have been
the contested application;

- The um‘mr.u]t must have acquired rights to the sign om which the opposiiion is
bascd, inchuding the right to prohibit the use of a subsequent trade mark prior
to.ihe 13 ],m:g‘ of the contested apphcarion;

~ The conditions under which the use of & subsequent wade mark may be
profibited are Dulfiiled in respeet of the contested pade mak.

12 These condilions wre cumulative, Thus, where a sign dees not-sarisfy one of these
contitions, 1he opposition based on the existienve of a non-registered trade mark
ar of other sign used in the course of trade within the meaning of Article 8(4)
CTMR cansiot suceeed,

e & agsociation” gnder Fronch Jaw,
Names of such a*socmtwnt can be lehe:i an 10 pmhtbxt the use of Pcnmswglv
stinilar juiitor trade niniks.

s inthe.conrse of trade

14 The condition of use in the course of wade is a fundamental one. lack of
cm‘nﬂiar"e with it mcens that the sign caunot cnjoy” pratection against ihe
registration of a Conunuaity trade mack, even if the vequirements undsi nations)
taw iz order to acquire exclusive rights arcamet, Furthermary, the sign must be of
more than mere focsl. s:g,mﬁuanc@. The vat tm*ale ot that provision 13 to restriet the
aumbcr of confiisis betwoen signs: edlicr signg ‘which zre not sufficieatly
“important or significant cannot be used to challengs the registration or the validity
of 5 Commmnity tade mark, '

(¥4

When determining the significance of the use made of a rade sign under Anicic

DECISION OF Z8 NOVEMPER 2012 R 33220104 - Burepean Citizen Band Pederation (¢ 8.1,
ur BECBFY BURQOPEAN TITIZEN'S BAND FERERATION (ECBF)




OAMI +34 985131344 29/11/2012 17:13:36 PAGE 7/010 DASV357 .

'Shi' C‘i’MR the fﬁiiowinc v'bould bc. cundde: x i the :ie *ri(m‘v in w‘hi‘ch i‘t 'i‘s u‘sud

'amm.g which th;, blél" in qw:atmn has bcwme km Wil 88 8 dmmc Jve c?emcnl

'nmnely cansume 8y ccmmthors or even. ~upplzma, oF ex e o 1hc eXposure giveh
'-()i_.ld_bm;m of 24

16 The centegted OTM applicaiiai ‘was nind on 27 Apiil 2006. The apponent was

;ihez*efo L-“qu zed to: pm% ﬂm( {he mé,n on V'lmh th:: uppu%lllm’t l:, based was

Ge must

'tde'tt, to  lhe ,g:)( iﬁ fmd services lem d hy ﬂk, opgmmﬂ_,_ ie
“elecommaunications basiness and related products and scrvices”.
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17 'Thc English fransiations, the only docuwments provided within the substantiation
porind, cannot be taken inte accounnt g the original French doswments werenot
provided. Tn the abseiice of the riginal docaments, the trarislations do not have
probaiive viloe, The dobanients provided at a Infer stage firé belated and edftinot
be taken into acoount for this reason.

18 Fven if the whole set of docaments provided would have been fited in time it is
not suflicient to prove the usdan frade of the carlier sign in Franes for the ¢laited
gouds and serviess.

19 The docwments provided in the first instance only show the existence of the
opponient ag a nen-piofit organization with the ainy to represent ciliven band wsers.
and promote inftiatives i their benelit. The opponent clabns that J1 reprcsents
3 D00 000 users in France, However, it does not indicats and ever less prove the
wumber of members, It did not prove the sale of any products and serviges and

nainecly not of the goods caﬁ services ciaimed,

20° The apponet filed further docutnents with the appeal and relies fiow for proving
the use of the sign pamely on these documents. Even i such dosuments hiad been
filed jn time, thny would have not been sufficient since they de not serve the
puspose of proving use uf lht: earlier sign. ﬂ;b(b\ all the documents subpifted
refer to a different sign, fe a figuralive sign, in which ‘E.C.BF. 15 u.preseptvﬂd
withizi @ Sivels of 12 stovs and ‘with so miéntion of (ie oppos '
figarative sign canpol constitute use of the siga in question as 1h€ dfsum,m»e
slemeant “BEuropean. (‘m)enr s Band Federation™ simply does not appear.  In
addition, appcndix of *hﬁ opponem Is an e\:»elpt af a §wedlal ;mb[xcation

opponent and the docum*ms Iud ﬂw n is an association wl*x'*h pmvx:hs looh;,
work in relation to the sitizen band ortan international or Comminity evel with
even no -special focus on the French vsers. It follows that the opponent hus not
proven to have ysed is mark in frade. The opponent has not even provided a hist
of the Preneh menibers of the association snd/os the munber of members it-has in
France from an independent source: its quamifitative distribution armong the

3232720194 - Eurepean Ciiizen Band Federmion (L.O.B.F.
HZEN'S BAND FEDERATION (ECBF)
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=],

interested French public which could have prover af least that the name had had
an inpéct on the rélevant French public. In the absence of such information not
even the bupact on the Frauch-public cound be assessed.

...... ¢ has begi used 10 Franee:
for the cm:lc and services danmd ie. fm ‘feiewammmmhons business and
related 1‘:’0%1‘1.,1«: and. services”, The opponent did not clahm W have sold these
goods and serviees in France and no turver figuves for whitever product or
service was submifted:

b
[

The apponent veriits: further % ity Internst site, Firstly, there is ne evidence that

tln Internet sitc existed befere Tune 2006. Secondly, the Tnternst site refarred 16 is

Friglish gnd cannot serve to pr_t_)v" that it has been vised with.regard t6 the Jicre

relovant F:cmu public: Thirdly; the mere fact that the Intemet site'existed would

fol h&., suf ﬁucm By xtienu: ol use. Such information should be complemented by
""" &1 gite by French nsers.

24 The opponent reites alsc ott tl‘nd party Titémet &ite
the Internet site does rict show the denariifigtion ‘Euipean
Citizen's Band Federation®. It is. therefore not capable of demonsirafing ifs use,
The finther Interuel site wwnyralowniiwo ors does net constifite & soitable
evidence ol use eithier; Fivy sil . 1t §s dated only on 23 March 2007 instead ofon a
daie pwvmus to: the hhn,, c:atc Qf tilc a;,.,hczmon ‘Sccmday it is an English site
whicly s, In pringiple ant Frenich public, Thixdiy,
“the activity of the site has um b *cn ev h:ien;:ed

s. The submitied excerpl of

o
Wt

The fiat'tiii;r‘di:;cu‘:;kiﬁ;i"-poinis among the parties conceriing previous rights of the
applicant; had faith ale. and the further conditions of Article 8(4Y CTMR ate in
the present sircumstances ot relevant for {he outcome of the case. It is therefore
nof necessary- for (he Boavd (o address them,

w3
icﬂ

v Bince one of the conditions. of Article 8{4) CTMR is not complied with the
opposition is.not successtul. Thus the appeal has to'he dismissed.

DECISION OF 28 NOVEMBER 2912 — R 132/2010-4 ~ Furopean Cidzen Band Federation (5.0 B ¥
or ECBFY EUROPEAN CITIZEN'S BAKD FEDERATION (ECRF)Y
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Costs

323
~3

As the opponent (eppellant’) is the losing party, it mwust be ordered o bear the
cortesponding costs incurred by the applicant {*respondent’) in the appeal
progeadings

Fiving of costs

2% Pumnnt l{} Axmk ‘Mm CTMR i cczrjwlcuotx w th Ralc f’fiu_) LI\&IF the

DECISION OF I NOVEMDER 2013 -~ R 332720 10-4 — Buropean Citizen Band Fedevation (B.CBE,
or ECREY EUROPEAN CITIZEN'S BAND FEDERATION (ECEE).
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9:

Ordexr
On those grounds,

THE BOARD

herebsy:
1. Dismisses the appeal;

2. Orders the appellant io hear the costs of the respondent in the appeal

proceedingss
3. Fixes the ainount of costs:to be p‘ml by the appellant to the respondent

with réspect 1o the uppmitiﬁn and :sppeal praceetings st BUR 6,

I-};«,&tr@nn’ g R Toperde Rego A S'zau},-. F elkf
< . n
pigiziirs
Regisirar o
‘ s

P. Lopez Ferndndez de Corres

DECISION OF 25 NOVEMBER 2012 - R 332/2015-4 - Fy itizen Band Fedivation (E.CB.F.
oy FUBF EUROPEAN - CITIZEN'S BAND FFDF:{/‘_T!(‘\I {ECHF}




